
^ ^DECISION ON TERMINAL DISCLAIMEr^NFORMAL FORM 

DATE: yf/Ji^ APPL.^!.: tfl 

TO EXAMINER: fbCtTsD ART UNIT: J h *>l> 

- ROOM ■ MAILROOM DATE 7//(/d^> 

AFTER FINAL YES NO V NUMBER OF T.D(S). FILED 

INSTRUCTIONS; I have reviewed the submitted T.D. with the results as set forth below. If you agree, please use me 
approplate form paragraphs Identified by this Informal memo In your next office action to notify applicant about the T D If you 
disagree with my analysis or have questions at all about the acceptability of the T.D., please see me or our Special Proa ra m 
Examiner. THIS MEMO IS AN INFORMAL. INTERNAL MEMO ONLY. IT MUST NOT BE MAILED TO APPLICANT NOR 
SHOULD A COPY BE IN LEFT IN FILE. WmWN ' ' NOK 

The T.D. Is PROPER and has been recorded. (See 14.23). 
( ] The T.D. Is NOT PROPER and has not been accepted for the reason(s) checked below. (See 14.24). 

to 1 dTp^Snt e (S O ie $ 14.26.07 > ™" * auUH)rta,Uon ,n a PP |,ca « 0 n "'e. «o charge 

( J Application Examiner has not processed T.D. fee. (See fee authorization). 

[ | The T.D. does not satisfy Rule 321(b)(3) In thai the person who has signed the T.D. has not stated his/her Interest 

14 260l! e ln,erCSt ° f "* bUSlneSS en,Hy re P resen,ed b Y °" s<9na«ufe) In the application/patent. (See 14.26 and 

L^e^IcMSe^lSirSof) ^ dUftn9 ^ ° 0nim0n ° WerShiP ° laUSe needed 10 ° VerC0me 8 double pa,enUn9 rejection - 

[ J It is directed to a particular claimsfs). which Is not acceptable since the disclaimer must be of a terminal portion of the 
term of the entire patent to be granted". MPEP 1450. (See 14.26, 14.26.02). 

[ J The person who signed the terminal disclaimer: 

I i nas failed to state his/her capacity to sign for the business entity, (See 14.28). 

( J Is not recognized as an officer of the assignee, (See 14.29 and possibly 14.29.01). 

[ J No documentary evidence of a chain of title from the original inventor(s) to assignee has been submitted nor Is the ree| J 
and frame specified as to where such evidence is recorded in the office. 37 CFR 3.73(b). (See 1140 O G 721 NOTE- Thfc 
ar£S a fSeeS)° r Ule ***** °' reel and frame ™r te f <™" «" the T.D. or in a sepemte paper subbed pv . 

(J No i "staternenr specifying that the evidentiary documents have been reviewed and that, to the best of the asslanee's 
knowledge and belief the title Is In the assignee seeking to take action. 37 CFR 3.73(b). (See 1140 O.G. 72) (Set 101). 

( J The T.D. is not signed. (See 14.26, 14.26.3). or 14.26.03 if TO is not signed by all the owners. 

[ ] Attorney not of record In oath/decl, or a seperate paper filed appointing a new or associate attorney. (See 1 4.29.01 ). 

mlLIgTl^ ( ° r " Umber ° f ^ ^ enl) ,0ms ,he 1,38,8 for double P** n «"3 is 

or 12!2?W nUmbef ° f Pa ' en ' in fe€Xam ° r rei88Ue ~« * 

( | The period disclaimed Is Incorrect or not specified. (See 14.27, 14.27.2 or 14.27.3)(For Samples 14.27.04 and 14.27.05) 

[ J Other 



I ) Suggestion to request refund of $ .(See 14.35,14.36). 

MA Y E £ Vm^^n^ ™ * m CONDITION FOR Al , OWANCE ANY OF THP ,p q VE , NFQRMAI t , fs 

FOR SAMP LE TERMINAL DISCLAIMERS AND CERTIFICATES: 

[ J Sample or a TD over a pending application and assignee Certificate (See 14 37) 
[ ] Sample of a TD over a prior patent and assignee Certificate (See 1 4 38) 
[ ) Sample Assignee Certificate under 37 CFR 3,73 (b) (See 1 4 39) 



59/454,737 PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: PERRICAUDET ET AL. Examiner: D. GUZO „ 

Serial No.: 09/454,737 Group Art Unit: 1636 ^+ <5j 

Filed: DECEMBER 6, 1999 Docket No.: 8076.85USC1 

Customer No.: 23352 Confirmation No.: 4183 

Title: VIRAL RECOMBINANT VECTORS FOR EXPRESSION IN MUSCLE 

CELLS 



CERTIFICATE UNDER 37 CFR 1.10 : 
"Express Mail" mailing label number: EV 347834558 US 
Date of Deposit: July 10, 2003 

I hereby certify that this paper or fee is being deposited with the U.S. Postal Service "Express Mail Post Office to 
Addressee" service under 37 CFR 1 .10 on the date indicated above and is addrppsed to Commissioner for Patents, P.O. 
Box 1450, Alexandria, VA 22313-1450. 




TERMINAL DISCLAIMER TO OBVIATE 
A DOUBLE PATENTING REJECTION 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Petitioner; CENTRE NATIONAL DE LA RECHERCHE SCIENTIFIQUE, a corporation 
organized and existing under the laws of the Country of France, and having its primary place of 
business in the City of Paris, and the Country of France, represents that it is the owner of the 
entire right, title and interest in U.S. Patent Application Serial No. 09/454,737, filed on 
December 6, 1999 and entitled VIRAL RECOMBINANT VECTORS FOR EXPRESSION IN 
MUSCLE CELLS, by virtue of an assignment of the parent application Serial No. 08/070,325 
recorded at Reel 6776, Frame 0149. (Copy of the Assignment attached.) 




Petitioner, CENTRE NATIONAL DE LA RECHERSCHE SCIENTIFIQUE, hereby 
disclaims, except as provided below, the terminal part of the statutory term of any patent granted 
on the above-identified application, which would extend beyond the expiration date of the full 
statutory term of U.S. Patent No. 6,099,831 and hereby agrees that any patent so granted on the 
above-identified application shall be enforceable only for and during such period that the legal 
title to said patent shall be the same as the legal title to U.S. Patent No. 6,099,831, this agreement 
to run with any patent granted on the above-identified application and to be binding upon the 
grantee, its successors, or assigns. 

In making the above disclaimer, Petitioner does not disclaim the terminal part of any 
patent granted on the above-identified application that would extend to the full statutory term as 
presently shortened by any terminal disclaimer of United States Patent No. 6,099,831, in the 
event that United States Patent No. 6,099,831 expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid, is statutorily disclaimed in whole or terminally disclaimed under 
37 CFR 1.321(a), has all claims cancelled by a reexamination certification, or is otherwise 
terminated prior to the expiration of its full statutory term as presently shortened by any terminal 
disclaimer, except for the separation of legal title stated above. 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
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patent issued thereon. 



Respectfully submitted, 

MERCHANT & GOULD P.C. 
P.O. Box 2903 

Minneapolis, Minnesota 55402-0903 
(612) 332-5300 

ATTORNEYS FOR APPLICANT 



Date 




B y ^Otlu^ ft kr*AjaL> 
{Catherine M. Kowalchyk 
Reg. No. 36,848 
(612) 371-5311 
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THE STATEMENT BELOW IS FOR OFFICE USE ONLY 



In accordance with the decision granting the petition filed on , 

this terminal disclaimer is accepted. The period of patent lapse specified above has been 
accepted as equivalent to months. 



Petitions Examiner 
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Patent Jbd tedamask Of fic<* 



.tents and ttrwten*i*3t Pleaso r*ce»*d tke attached original docuapatg 'or- copy ttaroog. 

^ Name and address of motiving partyfies): 




Name: Cente National de fa Redftfdre 



Sd&KnaOtie 



(*) of conrcyinff party lies) attached? I ITes TO Bo. 



i«f conveyance: 



'i, 



Merger 



SoBet Address: 15. Onai A ""^* <^ 



ft Security Agreement [ 1 Chnge of Name .n^^^^^TI" 

fePV J :' ^ Qtv : Fans 

[I Oflier 



Country Franca ZIP: 



EncutkBi Bat e Jutv 23. 
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^4) Appticttnu mnstaCs) or patent imato(s): 

Ifittiis document is bring filed together wish a new gf^ffatmn, the esocxmoo dale of me application is;, 

Additiapal umbra attached? ( }*tea tXJKo 



^w^t-4^wM nose (a) A od&esvtfcS) attacked? ( Jtfw [X1M#— I 

^ _J 
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L address of petty to whom c ^rea pood g flc c 



AdOtess: Merchant, Gooki JStaitth, EdtH 

310PNot wstQn ier 
90 Somb SercnBi Street 
MnwapaBs, MN 55402-4131 



_ ifcTfefwrfr; ntvnVupvI 4 - m . . ¥ "", 
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[ ] AtUUuftefid id be ctvnfffld 8t2tf£ttt$2$^ 

ovapsiyniGDts to aor Deposit ; 
13-2725 




no nor ass teas 



To j(hc best of niy Luo^fedgft &nd belief the 



At 



I iflfivmalloo is true 2Bd ccoect and any 'ftfTV** copy is a nue copy of the origftwl 



ftfeme of fasoa Stgriog 




M O T E Wtg m oeo y oa as- 



so act d«t*c& 



Kail dOOMdtttttS be re e aed ttd wit±i zGQoi^od cewee shc^fc. Infozna^iczL to: 



FoUio tandca zi^jortiixm for tftis sanplG pgjvcr ^h££c ia estiaatad to average about 30 nrinur^n per docanent to be 
nconSeiS* indodio? tire for cte rtftowrnt and gathering the data aaedecL «ad cQupXctiosr eata reviews the 

aatfle corar ^baat. Send ixpmynr-c *«0&xfl£na this bardsn «stinato to tbe t?.S. 9»t«At «vi TradeosafJc 0££lce, o££ice <:£ 
infontnticn systas&. W-KK20C» ua^hii^toxip C.C 20^t» «£d to tite Office of tsanagement and Budget, Paperwork 
ZtedBetloa Proiect (OeSl-OOlll . ttasCfalfistaa* D.C. 20503- 
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ASStOtPff TO ORWMTICH (FOR MSA Ctt-Y) 



0 RECORDED ^ 
PATENT AND TRADEMARK x 



maaacMiDgg Michel r aiding «t ^n r ^sidgnoe da ^ J\ 

.50 OUSBVILLE {France) ;< 



IK 



^ ^, *on Signed 
>Jte. ««d FIII09 



f^pOJratton 
of 



Eacfc Inventor oust 
jslain A date 

^gtoter «& legalization 



Op 



j«d a citizen ot vttMJTTK 



75015 PARIS (Prance) 



residing at 10, rne do Dr Boos 



jmd a cftl*en of p«iar*ia 



28150 QqftKTOJa (France) 



3ft f p^^^rp an Mmalin 



end 6 citizen of 



FRftKCB 



(herein called "TIE l&fiERSiaED") have node an Invention ortd havo executed An 

for tetters Patent of the United States on for this 

Invention, which appf Tootle* Is entitled 

and which bos been given Serial Number 



artd the t lll ttfl date 61 



AM> WEPEAS CEggRE HB3StOMMi DE Lft KBCHEBCTB SCJjafriFIQB ge^i) 



called •ASSIGNEE 1 "), a corporation organized under the lava of 
end having en office and place of business at . 

IS, pmi flnatrtlo^rranoo "BS007 PARIS (Fraftcg* 



Wishes W abaulro the entire Hghf, title and In r eW and fo *«N Invention 
and patent application and any Utters fceteat to be obtained therefor; 

NOV, THERB^ORE, for and la consfderetlon^of ttee sue of One Del Jar anav other good 
and valuable consideration, the receipt and sufficiency oL^l^^S^il? 1 ^ 
Indeed. THE UNDERSIGnH) hereby sell, assign and transfer to the ASSIGNEE* Its sue- 
ceSrl and eKlT^^ 7*9*, title and Interest for all «*. <« and to 
tte Invention <flicto*d. In tte aforesaid eppllcetlon, ^^^t^^l ^Z 

tlon, all divisions* continuations* or renewals thereof , all tetfyrs Fatfentrtlcb may 
be orated ^horofrc^ and all reissues or exteralonsjitf such na(t»n^* and 
tldfttt&ED fier«^ *Whfcrf z» and request tt* Swlssloner of Pafe^^to ?^ ^Y^* 
eHta^S^es^ tetters Patent fa? the eforesaTd Invention to the ASSI^f^f ^ 
entire right, title and Interest Tn and to the same, for the use of the ASSIGNEE, Its 
successors end assigns* 

HE UNDERSIZED hereby agree that the WERfclOED, their «cf^crs and J^j 
representatives will «a*e, e*ecut*<end deliver {without chorgo but at t^a fjpew of 
the ASSf&EE) any end all other Instrunents in writing Including any end el r further 
epp I [cotton papers, affidavits, asslasmants and other documents, and wJllcCBewnlcoto 
to said ASSI0EE, Its successors and representatives alt facts known to the 
UWERSiOED relating t» said Invention and the history thereof and will testify I «^ 



privileges and advantaaas hereby sold, assigned and conveyed* or Intended so to be* 

V€ ittOERSIQCO represent and agree with sold ASSIGNEE Its successor* and assigns, 
that no esslgneent grant, mortgage. I Icense or other ijgreeaent atfeetlngthe rights 
and property Serein Conveyed has been or will be eade to others by ito UttttSIGRED, 
and that full right to convey the saw as heroin expressed Is possessed by the 
UNDERSIGNED. 

IN TCSTIMOhT ttCRE0S% TIE UNDERSIGNED have hereunto set their hand on the dates 
Indicated below 



^Ifgnjartsre 




